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TH S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KLAUS SCHM DT

Appeal No. 97-0894
Application 08/069, 931*

ON BRI EF

Bef ore THOVAS, FLEM NG and TORCZON, Adninistrative Patent Judges.

THOVAS, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

Appel | ant has appealed to the Board fromthe examner’s
final rejection of clains 1, 3, 4, 7 and 10, after having
canceled claim 2. The exam ner has objected to clains 5, 6, 8
and 9, but page 2 of the final rejection indicates that they
woul d be allowable if rewitten in independent formincluding all

the [imtations of the base claimand any intervening clains.

! Application for patent filed May 28, 1993.
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Representative claim1l is reproduced bel ow

1. A neasurenent device for producing an electrical
measur enent signal froman object w thout contacting the object
physical ly, said nmeasurenent device conprising a one-piece
i njection nol ded magneti zabl e plastic part, said plastic part
i ncludi ng a magneti zable plastic coil body, and at |east one coil
arranged on the magneti zable plastic coil body and through which
an electric current flows during production of the electrical
measur ement signal .

The following references are relied on by the exam ner:

Tontzak et al. (Tontzak) 4,024, 484 May 17, 1977
Ander son 4, 256, 986 Mar. 17, 1981
Muel ler et al. (Muieller) 5, 239, 204 Aug. 24, 1993

(filed Feb. 5, 1991)
Claims 1, 3, 4, 7 and 10 stand rejected under 35 U. S. C
8 103. As evidence of obviousness, the exam ner relies upon the
col l ective teachings of Tontzak in view of Mieller and Anderson.
Rat her than repeat the positions of the appellant and the
exam ner, reference is made to the brief and the answer for the

respective details thereof.

OPI NI ON
As enbel lished here, we sustain the prior art rejection of
all clainms on appeal for the reasons generally set forth by the
exam ner in the statenent of the rejection at page 3 of the

answer .
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Ceneral |l y speaki ng, appellant has collectively considered
t he teachings of Tontzak and Miell er together but considered the
t eachi ngs of Anderson separately. Thus, appellant has failed to
consi der collectively the teachings of the three references
relied upon by the exam ner. Mreover, appellant’s anal ytical
approach is to initially argue against the rejection of
conparatively detail ed i ndependent claim?7 first and then the
features of dependent clains 3 and 4, which depend from separate
i ndependent claim 1. Dependent claim 10 is not argued.

Appel l ant’ s argunents recogni ze that Tontzak’s coil body or
bobbin 52 is plastic and of one-piece construction. Contrary to
that which is argued by appellant, Tontzak’s devi ce does not
contact physically the object to be neasured, which is the vacuum
entering through nipple 50 for operation wthin the vacuum
chanber 24 to the left of Figure 2. Although the exam ner
correctly recogni zes that the nol ded plastic bobbin 52 is not
specifically taught to be injection nolded, Tontzak is nerely
silent as to the nethod of manufacturing this bobbin. However,
the encl osure 60, also a nolded plastic el enent which encl oses
t he bobbin 52 in Figure 2, is taught at colum 3, lines 25 to 27

to be injection-nolded around the coil 54 and its bobbin 52.
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Thus, such a manufacturing approach woul d have been obvi ously
suggested to the artisan to use to manufacture the bobbin 52.

The exam ner’s position also correctly recogni zes that
Tontzak fails to disclose that the plastic bobbin 52 is filled
with a weakly magneti zable material. As evidence of obviousness
in the art, the examner points to Mieller as suggesting such in
the fabrication of his electronic proximty switch coil bobbin
29, which is taught to be nmade out of synthetic resin. As
indicated at the end of the abstract in this reference, in the
paragraph bridging colums 1 and 2, as well as in the paragraph
bridging colums 3 and 4, the exam ner notes that the teaching at
these locations is to enrich the synthetic resin fornmed coi
bobbin 29 with a “pul verul ent perneable material 34" in Figure 5
“whereby the inductance of the resonant circuit coil 16 is
i ncreased.”

It is this approach which allows Mieller’s invention to
fulfill the manufacturing advantages of the invention as set
forth beginning at colum 2, line 3 of Mieller. As such, we
agree with the exam ner’s observation that it would have been
obvious for the artisan to have utilized this manufacturing
technique in Mieller to manufacture the coil body/bobbin 52 in

Tontzak.
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The exam ner’s further reliance upon Anderson further
buttresses the sanme conclusion. This can be seen by study of
the enbodinents in Figures 3 and 4 in Anderson which show t he
magnetic sleeve 31 in Figure 3 and the nagnetic sleeve 41 in
Figure 4. Magnetic sleeve 31 is of one-piece construction and
has one end fornmed as a coil bobbin. The coil 46 in the Figure 4
enbodi nent is nolded within the nmagnetic sleeve 41. The discus-
sion in colums 2 through 4 of this reference indicates that the
magnetic sl eeve/coil bobbin is formed by injection nolding
techni ques into which nmagnetic materials have been pl aced,
which are clearly nagnetizabl e.

In view of this conplete analysis of the three references
relied upon by the exam ner, we agree with the exam ner’s
conclusion that the subject matter of independent claim1l on
appeal woul d have been obvious to the artisan within 35 U . S.C
8 103. To the extent broadly recited in dependent claim3 on
appeal, the electrical termnals 56, 58 in Tontzak’s single-
pi ece nol ded pl astic bobbin 52 woul d, as argued by the exam ner,
are “mounted” in teh bobbin 52. Additional teachings as to
nmounting elenents apply to the threaded face 39 in the Figure 3
enbodi rent of Anderson in addition to the flange areas 30, 31 in

Figure 5 of Mueller which are stated at colum 4, lines 7 and 8
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to function as nounting neans. Finally, as to dependent claim 4,
the teachings in Anderson indicate that the thernoplastic

bi nder/resin is a polyamde resin filled wwth a magneti zabl e
material as indicated at colum 4, lines 18 to 20.

Bot h i ndependent clainms 1 and 7 contain the open-ended term
“conprising” at the end of the preanble which clearly indicates
that other elenments than those recited in the body of the claim
may be enconpassed within the teachings of the references relied
upon by the examner. The “included” and “consisting of”
| anguage of independent clains 1 and 7 on appeal are net by the
reasoni ng advanced by the exam ner, as enbellished above.

Fromthe collective teachings of the references it may be
seen that each of them function passively, in a non-contact
manner, and contai n overl appi ng, common teachi ngs of neasurenent
devi ces which produce an electric current output as a neasurenent
signal. Each of themalso in sone manner teaches sone form of
coi |l bobbi n/body of single-piece construction to which is
attached a coil for achieving this neasurenent purpose associ ated
wi th magnetic principles. Tontzak does not specifically teach,
but clearly suggests that the bobbin 52 in this reference may be
made by injection nolding. This feature is, however,

specifically taught in Anderson and woul d have been clearly
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applicable to the manufacturing of the synthetic resin in
Muel l er. These later two references both teach the plastic
subst ance of which the coil bobbin/body is nade and each of these
references includes a magneti zable material, where Mieller
specifically teaches that the material is inpregnated within the
plastic resin body to increase the inductance of an associ ated
electric coil. The magnetic material within each of Muieller
and Anderson is clearly “magnetizable” wthin the context of the
clainms on appeal and is specifically taught to be nagneti zed
in the latter portions of colum 4 of Anderson during its
manuf acturing process. During use, it is apparent that the
arti san woul d have appreciated fromthe nere use of the coi
being activated in the clains on appeal by a current flow ng
t heret hrough that the magnetizable material woul d have been
magneti zed. Finally, each of the references teaches in sone
manner the cl ai med nounting el enent.

The references relied upon clearly show the sane or simlar
features, used in the sanme nmanner and for the sane purpose.

In re Gorman, 933 F.2d 982, 986, 18 USPRd 1885, 1888 (Fed. Cr

1991).
Turning to appellant’s argunents, we note that the test for

obvi ousness i s not whether the features of the secondary
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reference may be bodily incorporated into the structure of the
primary reference, and it is not that the clained invention nust
be expressly suggested in any one or all of the references.

Rat her the test is what the conbi ned teachings of the references
woul d have suggested to those of ordinary skill in the art.

In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).

Note also In re Young, 927 F.2d 588, 591, 18 USPQ2d 1089, 1091

(Fed. Cir. 1991). The above-noted case |aw clearly addresses the
essence of appellant’s argunents and argunentative approaches and
the earlier noted consideration of the prior art addresses nany
of the specific argunments raised by appellant. It is thus
apparent that the exam ner has not exercised prohibitive

hi ndsight in relying upon the three prior art references as the
basis for the rejection of the clains on appeal, and the

exam ner’s reasoning as well as our own enbellished anal ysis
indicate an anple notivation or desirability froman artisan’s
perspective to have conbi ned the teachings of the respective
references to have arrived at the clained invention. Conbining
teachi ngs of references does not involve an ability to conbi ne

their specific structures. Inre N evelt, 482 F.2d 965, 968, 179

USPQ 224, 226 (CCPA 1973).
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As to those argunents raised but not specifically addressed
earlier in this opinion, we note that Miueller’s coil bobbin 29 in
Figure 5 is of one-piece construction even though it contains
within it the magnetic band 33 as a nolded part. To follow
appel l ant’ s reasoni ng, the nmagnetizable particles within his own
di scl osed and cl ai ned inventi on woul d not have nade the coi
body/ bobbi n one- pi ece.

In view of the foregoing, the decision of the exam ner
rejecting clains 1, 3, 4, 7 and 10 under 35 U . S.C. §8 103 is

af fi rmed.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RMED
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JAMES D. THOVAS
Adm ni strative Patent Judge

)
)
)
g
M CHAEL R FLEM NG ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)

Rl CHARD TORCZON
Adm ni strative Patent Judge

Striker, Striker & Stenby
360 Lexi ngton Avenue
New York, NY 10017
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